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What we’ll cover today.

• Correcting Filings
• Handling Confidential Materials
• Citation of Supplemental Authority
• Litigating After the Panel Decision

• Panel Rehearing / En Banc Rehearing
• Staying the Mandate
• Petition for Writ of Certiorari

• Miscellaneous Topics
• Consolidated Appeals
• Constitutional Litigation
• Briefs Raising the Same Issue in Related Appeals



Correcting Filings



Pre-flight checklist: briefs.
• Is the caption on the cover page accurate?

• Are all required components included?

• Are your certificates filled out correctly?

• Does the caption on the cover match the 
official caption in PACER?

• Are all appendix citations in the correct 
format?



Pre-flight checklist: joint appendix.
• Is the caption on the cover page for each 

volume accurate?

• Is each volume numbered and labeled 
correctly?
• E.g., Volume I of II, Appx1 – Appx621

• Does each volume have a full table of 
contents for the entire appendix?

• Do the bates numbers overlap any of the 
contents of the documents?



Correcting filings – by court order.

• The Federal Circuit has a reputation for 
demanding strict adherence to its formatting 
and procedural rules.  But, it’s forgiving.

• You may receive one of two types of notices:

• “Clerk’s Office Quality Control Message . . . For 
Informational Purposes Only”
• Correction is not required, but get it right next time.

• “Notice of Non-Compliance” 
• Correction is required, usually within 5 business days.



• Correct the document.

FED. CIR. R. 25(i)(1).

• Label the title or cover of the 
document with the word “corrected.”

FED. CIR. R. 25(i)(2).

• File the corrected document the same 
way you filed the original document, 
checking the “corrected” checkbox.

• A notice of correction is not required 
for corrections ordered by the court or 
clerk of court.

FED. CIR. R. 25(i)(3).

Correcting filings – by court order.



• If you want to correct a document 
voluntarily, a notice of correction is 
required.

FED. CIR. R. 25(i)(3).

• The notice of correction must be filed 
with the corrected document and 
specifically delineate each correction.

Id.

• Corrections are limited to non-
substantive matters except by leave of 
court.

FED. CIR. R. 25(i)(1).

• Include a certificate of interest and a 
certificate of service.

Correcting filings – other than by court order.



• Select “Letters and Notices” under the 
Filing Tab, then select “Notice of 
Correction.” Accept the alert and 
continue.

• On the next screen, select your party 
and the item for which you are issuing 
the notice of correction (i.e., the item 
that you’re correcting, not the as-
corrected item).

• On the screen after that, select the 
appropriate service method, and 
upload the PDF(s). 

• Review the docket text, perform the 
final review, and submit.

Filing a notice of correction in CM/ECF.



Handling Confidential Materials



Topics in handling confidential materials.

• Preserving the Record at the PTAB

• Initial Appendix Designations

• Briefs and Other Papers

• The Final Joint Appendix

• Protective Order Certification



• The Board may enter 
an order to preserve 
the record with 
respect to materials 
filed under seal.

• If it does not, request 
that the Board 
preserve the record 
before filing your 
notice of appeal.

Preserving the record at the PTAB.



Initial appendix designations.

• The working appendix should include both 
sealed and public redacted versions of 
materials filed at the PTAB.

• If you’re the appellant and you don’t need 
confidential materials to litigate your appeal, 
consider citing only to the public redacted 
materials in your briefing.

• Consider advising opposing counsel after 
you’ve filed the brief.



Checklist for briefs and other papers that include confidential 
information.

• Prepare a confidential version of the paper.

• If needed, prepare a motion requesting additional confidential words.

• Prepare a nonconfidential version of the paper.

• File both.

• And, if needed, the motion for additional confidential words.

• Serve the confidential version either by mail or commercial carrier.  By 
agreement, the confidential version can instead be served via email.  
CM/ECF will not serve confidential documents for you.

FED. R. APP. P. 25(c); FED. CIR. R. 25(e)(3).



The 15-unique-word limit in papers.
• A party may mark as confidential up to 15 unique words 

(including numbers) in the body of a paper.
FED. CIR. R. 25.1(d)(1)(A).

• Repeating the same confidential material in a paper does 
not use up any more of the unique-word allotment.

FED. CIR. R. 25.1(d)(1)(C).

• If a responsive paper uses material previously marked 
confidential in the paper(s) to which it responds, that 
material does not count against the unique-word 
allotment for the responsive paper.

FED. CIR. R. 25.1(d)(1)(C).



What if you want to mark more than 15 unique words as confidential?

• By motion, a party can seek to designate more than 15 
unique words as confidential.

FED. CIR. R. 25.1(d)(3)(A).

• The motion should explain both (1) why additional 
confidential words are necessary to develop the party’s 
argument; and (2) why confidentiality is necessary.

Id.

• File the motion concurrently with the paper for which the 
waiver of the 15-unique-word limit is sought.

FED. CIR. R. 25.1(d)(3)(B).



Preparing a confidential brief.
• Include “Confidential” in the title of the brief on the 

cover page.
FED. CIR. R. 25.1(e)(1)(A).

• Each page containing confidential material must 
enclose that material in brackets or indicate that 
material by highlighting.

Id.

• The brief must also include a certificate indicating 
the exact number of unique words sought to be 
marked confidential (Federal Circuit Form 31).

FED. CIR. R. 25.1(e)(2).



Preparing a nonconfidential brief.
• Include “Nonconfidential” in the title of the brief on the cover page.

FED. CIR. R. 25.1(e)(1)(B).

• Each page with redactions must bear a legend in the margins stating 
that redactions are present.  I recommend “CONFIDENTIAL MATERIAL 
REDACTED” in 14-pt bold, underlined text at top-center.

Id.

• On top of each redaction, provide an adequate general descriptor of 
the redacted material (e.g., dollar amount, number of items, chemical 
name).

Id.

• At the end of the table of contents, include a paragraph describing the 
general nature of confidential material redacted from the 
nonconfidential version.  The paragraph must address each redaction.

Id.; see also Practice Notes to FED. CIR. R. 25.1. 



Using Adobe Acrobat Pro’s redaction tool.



Sample paragraph about redacted confidential material.



• Go to the “Filing” tab, select 
“Brief/Appendix or Joinder” from the 
“Briefs” submenu, then click continue.

• Select “Confidential Brief/Appendix or 
Joinder” as the type of document being 
filed.

• On the next screen, select your party.

• Select the appropriate service method, 
and upload the PDF(s).  CM/ECF will 
not serve confidential documents for 
you.

• Review the docket text, perform the 
final review, and submit.

Filing a confidential brief in CM/ECF.



Checklist for a final joint appendix that includes confidential 
information.

• Prepare final appendix designations as soon as the reply brief is 
filed.

• Prepare a confidential version of the appendix.

• Prepare a nonconfidential version of the appendix.

• File both.

• Serve the confidential version either by mail or commercial carrier.  
By agreement, the confidential version can instead be served via 
email. CM/ECF will not serve confidential documents for you.

FED. R. APP. P. 25(c); FED. CIR. R. 25(e)(3).



Final appendix designations.

• Check whether any confidential materials are 
among the designated pages.

• No confidential materials?  Congrats!  The 
appendix can be filed publicly as-is.

• If there are confidential materials, additional 
steps and designations are required.



Preparing a confidential appendix.
• Insert the PTAB’s protective order after the table of contents, 

but before any other materials (i.e., before the FWD).
FED. CIR. R. 30(c)1).

• Give the PTAB’s protective order/decision to seal Roman 
numeral bates numbers, e.g., Appx(i)-(xxv).

Id.

• Highlight or bracket material to be redacted from the public 
version.

FED. CIR. R. 25.1(e)(1)(A).

• The appendix is not subject to the 15-unique-word limit.
Id.



Preparing a nonconfidential appendix.
• Insert the PTAB’s protective order after the table of contents, but before any other materials (i.e., 

before the FWD). Give the PTAB’s protective order/decision to seal Roman numeral bates 
numbers, e.g., Appx(i)-(xxv).

FED. CIR. R. 30(c)1).

• Include “Nonconfidential” in the title of the brief on the cover page.

FED. CIR. R. 25.1(e)(1)(B).

• Each page with redactions must bear a legend in the margins stating that redactions are present.  
I recommend “CONFIDENTIAL MATERIAL REDACTED” in 14-pt bold, underlined text at top-center.

Id.

• On top of each redaction, provide an adequate general descriptor of the redacted material (e.g., 
dollar amount, number of items, chemical name).

Id.

• At the end of the table of contents, include a paragraph describing the general nature of 
confidential material redacted from the nonconfidential version.  The paragraph must address 
each redaction.

Id.; see also Practice Notes to FED. CIR. R. 25.1. 



• Go to the “Filing” tab, select 
“Brief/Appendix or Joinder” from the 
“Briefs” submenu, then click continue.

• Select “Confidential Brief/Appendix or 
Joinder” as the type of document being 
filed.

• On the next screen, indicate that a joint 
appendix is being filed.

• Select the appropriate service method, 
and upload the PDF(s).  All appendix 
volumes must be uploaded under one 
docket entry. CM/ECF will not serve 
confidential documents for you.

• Review the docket text, perform the 
final review, and submit.

Filing a confidential appendix in CM/ECF.



• If any material previously subject 
to a protective order no longer 
needs protection, the parties must 
confer about removing that 
protection and present any 
agreement to the PTAB.

FED. CIR. R. 25.1(c)(2)(B).

• The parties must also certify 
compliance with that requirement 
by the due date for the joint 
appendix.

Id.

• File the certification as a 
“Certificate of Compliance –
Protective Order.”

Rule 25.1(c)(2)(B) certification.



Personally identifiable information.

• Parties must redact personally identifiable 
information from all documents before filing.
• Social security numbers
• Financial account numbers
• Names of minors (use instead the minor’s initial’s)
• Dates of birth (use the year only)
• Home addresses (use the city and state only)

FED. CIR. R. 25.1(b).

• A document that contains redacted personally 
identifiable information but no other confidential 
information is exempt from FED. CIR. R. 25.1(e).

FED. CIR. R. 25.1(b).



Citation of 
Supplemental Authority



• Filed after a party’s briefing has 
concluded; can even be filed 
after oral argument.

• Limited to 350 words; write it as 
a letter to the Clerk of Court.

• Explain why the decision is 
relevant to the appeal with 
pinpoint citations to a brief or to 
a point argued at oral argument.

• Don’t try to surprise opposing 
counsel with a new case at oral 
argument.

Citation of supplemental authority.



• Go to the “Filing” tab, select “Citation of 
Supplemental Authority FRAP 28(j)” 
from the “Letters and Notices” 
submenu, then click continue.

• Select “Citation of Supplemental 
Authority” as the type of document 
being filed.

• On the next screen, select your party.

• Select email service, and upload the 
PDF.

• Review the docket text, perform the 
final review, and submit.

Filing a citation of supplemental authority in CM/ECF.



Responding to a citation of supplemental authority.

• Limited to 350 words; write it as a letter to the Clerk 
of Court.

• No official deadline to respond, but any response 
must be made “promptly.”

• Try to respond within a week, faster if oral argument 
is approaching.

• File as a response to the original citation of 
supplemental authority.



Litigating After the 
Panel Decision



Petitioning for panel rehearing.

• A petition for panel rehearing is due within 30 
days after the panel decision, or 45 days if the 
United States or its officer or agency is a party.

FED. CIR. R. 40(d).

• A petition for panel rehearing should focus on 
points of law or fact that the panel 
misapprehended or overlooked.

• Requests for panel rehearing can be (and often 
are) combined with requests for en banc 
rehearing.



Required components – petition for panel rehearing

• White cover

• Certificate of interest

• Table of contents

• Table of authorities

• Statement of points of law or fact the Court overlooked or misapprehended 
(combined petition only)

• Argument

• Addendum that includes (1) the decision for which review is sought; and (2) any 
relevant statutes, rules, or regulations if the Court would need to study those to 
determine the issues (e.g., questions of statutory interpretation)

• Type-face and type-volume certifications; there’s a 3,900-word limit.

FED. CIR. R. 40(c).

• Furnish three paper copies to the Court.

FED. CIR. R. 40(g).



Petitioning for en banc rehearing.

• Required statement of counsel per FED. CIR. R. 35(b)(2): 

• The Federal Circuit generally discourages petitions for en banc rehearing if:

• The panel decision was a Rule 36 affirmance; or

• The panel decision was a non-precedential unanimous opinion.

• A petition for en banc rehearing is due within 30 days after the panel decision, or 45 days if 
the United States or its officer or agency is a party.



Required components – en banc or combined petition.

• White cover

• Certificate of interest

• Table of contents

• Table of authorities

• Signed statement of counsel regarding contrary precedent or exceptional importance

• Statement of points of law or fact the Court overlooked or misapprehended (combined 
petition only)

• Argument

• Addendum that includes (1) the decision for which review is sought; and (2) any relevant 
statutes, rules, or regulations if the Court would need to study those to determine the 
issues (e.g., questions of statutory interpretation)

• Type-face and type-volume certifications; there’s a 3,900-word limit.

FED. CIR. R. 35(e)(1).

• Furnish eighteen paper copies to the Court.

FED. CIR. R. 35(c).



• Go to the “Filing” tab, select 
the “Rehearing and En Banc 
Petitions” submenu, select 
“Petition,” and click continue.

• On the next screen, select 
your party and all forms of 
relief sought.

• Select email service, and 
upload the PDF.

• Review the docket text, 
perform the final review, and 
submit.

Filing a petition for panel or en banc rehearing in CM/ECF.



Responses to petition for rehearing.

• Unless the Court requests a response, no response to a petition for 
rehearing (either panel or en banc) is permitted.

FED. R. APP. P. 35(e); FED. R. APP. P. 40(a)(3).

• Required components of a response:

• White cover

• Certificate of interest

• Table of contents

• Table of authorities

• Argument in response

• Addendum that includes (1) the decision for which review is sought; and (2) any 
relevant statutes, rules, or regulations if the Court would need to study those to 
determine the issues (e.g., questions of statutory interpretation)

• Type-face and type-volume certifications; there’s a 3,900-word limit.

FED. CIR. R. 35(e)(2); FED. CIR. R. 40(C).



Staying the mandate.
• A party may move to stay the Federal Circuit’s 

mandate pending a writ for certiorari.
FED. R. APP. P. 41(d).

• “A motion to stay should advance reasons 
beyond the mere intention to apply for certiorari, 
e.g., the forestall action in trial court or agency 
that would necessitate a remedial order of the 
Supreme Court of the writ of certiorari were 
granted.”

Practice Notes, FED. CIR. R. 41.

• Principal use case in PTAB appeals: forestalling 
patent owner estoppel.

37 C.F.R. § 42.73(d)(3). 



Petition for writ of certiorari.
• If things don’t go your way at the Federal Circuit, your next step 

is to file a petition for a writ of certiorari with the Supreme 
Court.

• The petition should identify a circuit split, a deviation from 
Supreme Court authority, or an important question of first 
impression.

S. CT. R. 10.

• File the petition within 90 days after the entry of judgment.
S. CT. R. 13.

• You do not need to have petitioned for rehearing at the Federal 
Circuit to file a writ of certiorari.



Miscellaneous Topics



Consolidated appeals.
• The Court will usually consolidate:

• An appeal and a cross-appeal of the same underlying proceeding.
FED. CIR. R. 15, Practice Notes.

• Appeals of multiple proceedings involving the same patent.
Id.

• The Court may consolidate appeals of proceedings involving 
related patents.

Id.

• Consolidated appeals have a single set of briefs and a single 
joint appendix.



Consolidated appeals – practice tips.

• Cover pages should reflect the post-consolidation 
caption and list all appeal numbers in the header.

• File documents through CM/ECF in the lead appeal.

• If you’re the appellant, order the appendix as follows:
• Final written decisions (in numerical order)

• Certified lists (in numerical order)
• Items from the lowest numbered proceeding

• All other PTAB papers in numerical order

• Exhibits in numerical order

• Items from the next numbered proceeding (repeat as needed)



• If your appeal will raise 
constitutional issues, you 
must file a letter with the 
Clerk of Court requesting 
that the issue be certified to 
the Attorney General.

• Provide a short description of 
the issue and mention FED. R. 
APP. P. 44(a) by name.

• File that letter as a “Letter or 
Notice” after you file the 
docketing statement.

Constitutional litigation.



Briefs raising the same issue in related appeals.

• In related appeals, a party that submits briefs 
that share content must notify the court of 
the shared content.

FED CIR. R. 28(j); FED CIR. R. 47.5.

• Wherever shared content appears in a brief, 
drop a footnote to advise the Court of the 
shared content and the related appeals.

• Typical scenarios: claim construction issues 
in related patents; constitutional litigation.



Further Resources



Further resources.
• Federal Circuit rules: FederalCircuitRulesofPractice.pdf (uscourts.gov)

• Federal Circuit CM/ECF guide: ElectronicFilingProcedures.pdf 
(uscourts.gov)

• Common Filing Errors: CommonFilingErrors.pdf (uscourts.gov)

• Federal Circuit forms: Forms | US Court of Appeals for the Federal 
Circuit (uscourts.gov)

• PTAB E2E guide (for filing notices of appeal with the PTAB): PTAB E2E 
Appeal Related Documents (uspto.gov)

https://cafc.uscourts.gov/wp-content/uploads/RulesProceduresAndForms/FederalCircuitRules/FederalCircuitRulesofPractice.pdf
http://www.cafc.uscourts.gov/sites/default/files/cmecf/ElectronicFilingProcedures.pdf
http://www.cafc.uscourts.gov/sites/default/files/cmecf/CommonFilingErrors.pdf
http://www.cafc.uscourts.gov/rules-of-practice/forms
https://www.uspto.gov/sites/default/files/documents/9%20Appeal.pdf


Thank you!


